United States Patent and Trademark Office 



UNITED STATES DEPARXiVlENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 223 13-14SO 

WWW.IJSptO.g6V 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/506,740 


09/03/2004 


Marcus Geese 


220401-1020 


3579 



7590 01/03/2008 

Christopher B Under 

Thomas Kayden Horstemeyer & Risley 

Suite 1750 

100 GalleriaParkway NW 
Atlanta, GA 30339-5948 



EXAMINER 



HIRIYANNA. KELAGlNAMANE T 



ART UNIT 



PAPER NUMBER 



1633 



MAIL DATE 



DELIVERY MODE 



01/03/2008 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/506,740 


Applicant(s) 

GEESE ET AL 


Examiner 

Kelaginamane T. Hiriyanna 


Art Unit 
1633 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communicatlon(s) filed on 19 September 2007 . 
2a)K This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1,11-15 and 27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1,1 1-1 5 and 27 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: 3)0 accepted or b)[I| objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) □ Information Disclosure Statement(s) {PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 



Applicant's response filed on 09/19/2007 in response to office action mailed on 
04/20/2007 has been acknowledged. 

Claims 1,11-15 and 27 are amended. 
Claims 2-10 and 16-26 are cancelled 

Claims 1 , 11-15 and 27 are pending and are examined in this office action. 
Applicants are required to follow Amendment Practice under revised 37 CFR 
§t121. The fax phone numbers for the organization where this application or 
proceeding is assigned is 571-273-8300. 



Notice To Comply 

With Requirements For Patent Applications Containing Nucleotide Sequence 
And/Or Amino Acid Sequence Disclosures. 

This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). 
However, this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 
for the reason(s) set forth on the attached Notice To Comply With Requirements For Patent 
Applications Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 

Specifically the application fails to comply with CFR 1 .821(d), which states: 

(d) Where the description or claims of a patent application discuss a sequence that is set 

forth in the "Sequence Listing " in accordance with paragraph (c) of this section, 

reference must be made to the sequence by use of the sequence identifier, preceded by 

"SEQ ID NO: " in the text of the description or claims, even if the sequence is also 

embedded in the text of the description or claims of the patent application (see MPEP 

2422.03). 

For compliance with sequence rules, it is necessary to include the sequence in the 
"Sequence Listing" and identify them with SEQ ID NO. In general, any sequence that is 
disclosed and/or claimed as a sequence, i.e., as a string of particular bases or amino acids, and 
that otherwise meets the criteria of 37 CFR 1.821(a), must be set forth in the "Sequence 
Listing." (see MPEP 2422.03). 

The instant specification fails to comply with the requirements for patent 

applications containing nucleotide sequence and/or amino acid sequence 

disclosures because: The specification fails to provide SEQ ID NO: for claimed 

human PAN2 protein (GenBank Accession Number NP 065956 for the 
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protein, NM 020905 for the cDNA), a mouse DG21-1 protein (GenBank 

Accession Number AK 020927), or a mouse DG21-2 protein (GenBank 

Accession Number AB 030503) 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware In the 
specification 

For the response to this office action to be complete, Applicants are required to comply 
with the Requirements For Patent Applications Containing Nucleotide Sequence And/Or Amino 
Acid Sequence. Applicant must comply with the requirements of the sequence rules (37 CFR 
1.821 - 1.825) before the application can be examined under 35 U.S.C. §§ 131 and 132. 

Claim Rejections • 35 USC § 112 (II paragraph) 

Claim 1, 11-15 and 27 stand rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1, 14, 15 and 27 recite sequences a human PAN2 protein (GenBank 
Accession Number NP 065956 for the protein, NM 020905 for the cDNA), a 
mouse DG21-1 protein (GenBank Accession Number AK 020927), or a mouse 
DG21-2 protein (GenBank Accession Number AB 030503), without providing the 
sequences as SEQ ID NO. The polypeptides disclosed only as GEN BANK accession 
numbers of coding polynucleotides make the claims indefinite because the sequences 
represented in accession numbers are subject to change in database. 

Claim Rejections - 35 USC § 102 
Claims 1, 11-15 and 27 stand rejected under 35 USC 102 (b) as being anticipated 
by Lai et al., (US Patent No.: 6057,140) for the reasons of record as set forth in the office 
action mailed on 4/20/2007. 
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The above claims are directed to a pharmaceutical composition comprising short 
chain dehydrogenase (SCAD) gene family polypeptides SEQ ID NO: 2, 4, human PAN2 
protein (GenBank Accession Number NP 065956 for the protein, NM 020905 for 
the cDNA). a mouse DG21-1 protein (GenBank Accession Number AK 020927), 
or a mouse DG21-2 protein (GenBank Accession Number AB 030503) and 
fragments and variants of said SCAD polypeptides and use of said composition for 
diagnostic, treatment, alleviation or prevention of metabolic disorders and diseases 
including metabolic syndrome, diabetes, coronary heart disease etc. 

Response to Applicants Arguments of 9/19/2007. 

Applicant argues that the claims as amended reciting the nucleotide coding 
sequences for the claimed polypeptides should over-come art rejections of record 
regarding said polypeptides, their fragments and variants as well as their therapeutic use. 

The Applicants arguments are however, found not persuasive because Lai clearly 
teaches SCAD gene family of polypeptides, fragments and their composition that 
encompasses the fragments and variants of polypeptides recited in the instant claims. 
Hence the rejection is maintained. 

Claims 1, 11-15 and 27.are rejected under 35 USC 102 (b) as being anticipated by 
Mao et al., (WO 01/74999) for the reasons of record as set forth in the office action mailed 
on 4/20/2007. 

The above claims are directed to a pharmaceutical composition comprising short 
chain dehydrogenase (SCAD) gene family polypeptides SEQ ID NO: 2, 4, human PAN2 
protein (GenBank Accession Number NP 065956 for the protein, NM 020905 for 
the cDNA), a mouse DG21-1 protein (GenBank Accession Number AK 020927), 
or a mouse DG21-2 protein (GenBank Accession Number AB 030503) and 
fragments and variants of said SCAD polypeptides and use of said composition for 
diagnostic, treatment, alleviation or prevention of metabolic disorders and diseases 
including metabolic syndrome, diabetes, coronary heart disease etc. 

Response to Applicants Arguments of 9/19/2007. 
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Applicant argues that the claims as amended reciting the nucleotide coding 
sequences for the claimed polypeptides should over-come art rejections of record 
regarding said polypeptides, their fragments and variants as well as their therapeutic use.. 

The Applicants arguments are however, found not persuasive because Mao clearly 
teaches SCAD gene family of polypeptides, fragments and their composition that 
encompasses the fragments and variants of polypeptides recited in the instant claims. 
Further Mao also discloses antagonist of the polypeptide (antibody, effector) and 
therapeutic use of the same. Hence the rejection is maintained 



No claim allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Kelaginamane Hiriyanna Ph.D., whose 
telephone number is (571) 272-3307. The examiner can normally be reached Monday 
through Friday from 9 AM-5PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Joseph Woitach Ph.D., may be reached at (571) 
272-0739. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. Information regarding the status of an 
application may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). When calling 
please have your application serial number or patent number, the type of document you 
are having an image problem with, the number of pages and the specific nature of the 
problem. For all other customer support, please call the USPTO call center (UCC) at 
(800)786-9199. 



Conclusion 



Kelaginamane T. Hiriyanna 
Patent Examiner 
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